United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
I nihil Stall-, l'atint and Trademark Office 

Address: COMMISSIONER FOR PATENTS 



APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKET NO. CONFIRMATION NO. 



23696 7590 06/02/2008 

QUALCOMM INCORPORATED I 

5775 MOREHOUSE DR. d agosta, Stephen m 

SAN DIEGO, CA 92121 I 



PAPER NUMBER 



NOTIFICATION DATE | DELIVERY MODE 
06/02/2008 ELECTRONIC 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the 
following e-mail address(es): 

us-docketing@qualcomm.com 
kascanla @ qualcomm.com 
iiaiiiii@qiialcoiniii.com 



PTOL-90A (Rev. 04/07) 



l/ffflrC? nVrliUli Otfff Iff ids y 


Application No. 

10/015,996 


Applicant(s) 

CARTER, STEPHEN 


Examiner 

Stephen M. D'Agosta 


Art Unit 

2617 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )KI Responsive to communication(s) filed on 18 April 2008 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-8.11.12.14-18 and 27 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

Claim(s) is/are allowed. 

6) E3 Claim(s) 1-8.11.12.14-18 and 27 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attach ment(s) 

1) D Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 5 ) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date . 6) □ Other: . 



PTOL-T26 d (Rev e 08-06r 



Office Action Summary 



Part of Paper No./Mail Date 20080423 



Application/Control Number: 10/015,996 Page 2 
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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 4-18-08 
has been entered. 

- A new examiner has been assigned to this case. 

- Pertinent prior art form the previous office actions has been applied. 

- The examiner notes that the claims recite a "more automatic" process by which 
a user changes from one mode to another instead of the "more manual" process as put 
forth by the prior art. The examiner reminds the applicant that it is well settled that it is 
not inventive to broadly provide a mechanical or automatic means to replace a manual 
activity which accomplishes the same result (In re Venner, 120 USPQ 192). 
Specifically, the examiner compares the prior art (eg. at least Salihi's manual switch) to 
the applicant's holding down of a button for a certain period to switch. They accomplish 
the same process but have different design choices as to how they accomplish the task. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-3, 5, 11-12, 14-15 and 27 rejected under 35 U.S.C. 103(a) as being 
unpatentable over Salihi and further in view of Walter and Mannisto. 

As per claims 1, 11-12 and 27, Salihi teaches a system of operating a wireless 
handset capable of making clear calls , and secure calls (Abstract teaches encrypted or 
unencrypted calls), a method comprising: 

determining whether the handset is in a traditional mode, in an autosecure mode, 
or in a secure-only mode (figure 2 shows a switch which provides control to the phone 
for putting it into one of two modes and inherently allows the phone to determine its 
current mode. One skilled would also inherently provide "feedback", perhaps on the 
display of the phone, of this mode to the user such that it allows them to also 
understand which mode the phone is in for easy operation, eg. don't get confused); 

but is silent on 

pressing a key for a predetermined amount of time; 

if the handset is currently in either the secure-only or the autosecure mode, 
originating a secure call mode if the key is held for a time period greater than the 
predetermined amount of time, and originating a clear call if the key is held for a time 
period less than the predetermined amount of time; and 

if the handset is currently in the traditional mode, originating in a clear call if the 
key is held for a time period greater than the predetermined amount of time, and 

originating a secure call if the key is held for a time period less than the 
predetermined amount of time. 
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As stated in the opening remarks, the difference between the claims and Salihi is 
the "design" which changes the phone from one mode to another. Salihi is a simple 
switch (which might be a added button on the phone) while the applicant chooses to use 
a timed button-press to switch. Another option would be to use a soft-key and/or 
specific menu option (eg. says "change to xyz mode"). Therefore, a considerable 
amount of the claim is directed to a design choice and/or automation (eg. one button 
press). 

Previously presented art, Walter, teaches a wireless telephone system for 
security where a keypad 152 includes a switch or other means, such as a pushbutton, 
for allowing the user to activate a secure transmission mode (see column 5, lines 34- 
37). 

Also presented previously, Mannisto discloses a system where in order to set a 
keyboard lock, a user depresses and holds the key for a given delay period. If the 
button is not pressed for a certain amount of time, the phone does not enter the 
keyboard lock state (see column 2, line 62 - column 3, line 3). Further, if the phone is in 
the auto-locked state, only the unlock sequence will register in the phone once it is 
locked (see column 3, lines 35-45), satisfying the condition of "unless the handset is 
currently in either secure-only mode or auto secure mode." 

It would have been obvious to a person of ordinary skill in the art at the time of 
the invention to modify Walter et al with Mannisto so that the holding of the key sets the 
secure mode in order to avoid the need for a separate key which takes up space in the 
keypad and increases manufacturing costs as suggested by Mannisto (see column 1, 
lines 60-61 ). 

With further regard to claim 11, both Salihi and Walter teach a process to 
"smoothly transition" from a first mode call to a second mode call (eg. from un-secure to 
secure) - See Salihi figure 3a and Walter figure 3, eg. both teach selecting and 
responding to a call request in a certain mode. 
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Regarding claim 2, the combination of Walter et al and Mannisto discloses a 
system where a PIN is used to unlock the security features (see Walter et al column 4, 
lines 50-52 and column 7, lines 6-10 and figure 3). 

Regarding claim 3, the combination of Walter et al fails to disclose the 
predetermined amount of time is about two seconds. In a similar field of endeavor, 
Mannisto discloses a system where a suitable delay for the key to be pressed and held 
down for is roughly 0.5-2 seconds (see Mannisto column 3, line 3). It would have been 
obvious to a person of ordinary skill in the art at the time of the invention to modify 
Walter et al with Mannisto so that the holding of the key sets the secure mode in order 
to avoid the need for a separate key which takes up space in the keypad and increases 
manufacturing costs as suggested by Mannisto (see column 1, lines 60-61 ). 

Regarding claim 5, the combination of Walter et al and Mannisto discloses that 
after the phone is powered on, the user unlocks it by entering a PIN (see Walter et al 
column 7, lines 6-10 and figure" 3), which reads on the claimed "the step of entering a 
PIN number is entered each time thehandset is activated" 

Regarding claim 14, the combination of Walter et al and Mannisto discloses a 
system where a PIN is used to unlock the security features (see Walter et al column 4, 
lines 50-52 and column 7, lines 6-10 and figure 3), which reads on the claimed "entering 
a personal identification number (PIN) to register as a secure user". 

Regarding claim 15, Walter et al fails to expressly disclose the predetermined 
amount of time is about 2 seconds. In a similar field of endeavor, Mannisto discloses a 
system where a suitable delay for the key to be pressed and held down for is roughly 
0.5-2 seconds (see Mannisto column 3, line 3). Regarding claim 17, the combination of 
Walter et al and Mannisto discloses that after the phone is powered on, the user 
unlocks it by entering a PIN (see Walter et al column 7, lines 6-10 and figure 3), which 
reads on the claimed "the step of entering a PIN number is entered each tir~e the 
handset is activated". 
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Claims 4 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Walter et al in view of Mannisto as applied to claim 1 above, and further in view of 
Alanara et al (US005845205A). 

Regarding claims 4 and 16, the combination of Walter et al and Mannisto fails to 
expressly disclose that the key pressed down is the send/talk key. 

In a similar field of endeavor, Alanara et al discloses a phone system where a 
function is assigned to holding down the "send" key (see column 3, lines 50-61). It 
would have been obvious to a person of ordinary skill in the art at the time of the 
invention to modify the combination of Walter et al and Mannisto so that the send key is 
held down in order to provide a more intuitive interface. 



Claims 6. 7. 8 and 18 are rejected under 35 U.S.C. 103(a) asbeing unpatentable 
over Walter et al and Mannisto as applied to claim 2 above, and further in view of Harris 
etal (US006442406B1). 

Regarding claims 6 and 18, the combination of Walter et al and Mannisto fails to 
expressly disclose the disabling of the telephone if the PIN is incorrectly entered a 
number of times. In a similar field of endeavor, Harris et al discloses a system requiring 
entry of a code to change operating parameters (see column 1 , lines 60-67), but when 
the code entry is not correct a conventional lockout routine is executed (see column 1 , 
line 67 - column 2, line 6), which reads on the claimed "disabling the handset if the PIN 
number is incorrectly entered more than a predetermined number of times". 

It would have been obvious to a person of ordinary skill in the art at the time of 
the invention'to modify the combination of Walter et al and Mannisto to include the 
above disabling of the telephone if the PIN is entered incorrectly a number of times in 
order to enhance the security of the device by making it more difficult for an 
unauthorized user to break the code. 
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Regarding claim 7, the combination of Walter et al, Mannisto and Harris et al 
discloses between 3 and 5 tries as an exemplary number of incorrect entries (see Harris 
et al column 2, lines 2-6). The combination of Walter et al, Mannisto and Harris et al 
fails to expressly disclose 7 as the number of tries for entering a PIN however this 
difference is not critical to the invention and would not render the claimed invention 
patentable over the disclosed invention because both provide the end result of 
preventing an unauthorized user from the functions the PIN is protecting. Therefore, it 
would have been obvious to a person of ordinary skill in the art at the time of the 
invention to modify the combination of Walter et al, Mannisto and Harris et al such that 
the phone is disabled after 7 incorrect PIN entries in order to further prevent an 
unauthorized user from gaining access to the functions the PIN is protecting. 

Regarding claim 8, the combination of Walter et al, Mannisto fails to expressly 
disclose that the predetermined number of times is 3. In a similar field of endeavor, 
Harris et al discloses between 3 and 5 tries as an exemplary number of incorrect entries 
(see Harris et al column 2, lines 2-6). It would have been obvious to a person of 
ordinary skill in the art at the time of the invention to modify the combination of Walter et 
al and Mannisto to include the above disabling of the telephone if the PIN is entered 
incorrectly a number of times in order to enhance the security of the device by making it 
more difficult for an unauthorized user to break the code. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Stephen M. D'Agosta whose telephone number is 571- 
272-7862. The examiner can normally be reached on M-F, 8am to 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Bill Trost can be reached on 571-272-7872. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Stephen M. D'Agosta/ 
Primary Examiner, Art Unit 2617 



